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DETAILED ACTION 

— — Claims 1-14 are pending- 01aimsT3-T 4 are withdrawn from consideration, as they are 

directed toward a distinct invention. The Amendment filed 12/18/03, added claims 12-14. 

No arguments were submitted against the rejection in the previous Office Action. 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 12/18/03 has been entered. 

Information Disclosure Statement 

The information disclosure statement filed 12/18/03 does not fully comply with 37 CFR 
1.98(a)(3) because it does not include a concise explanation of the relevance, as it is presently 
understood by the individual designated in 37 CFR 1.56(c) most knowledgeable about the 
content of the information, of EP 0 522 756, EP 1 216 686, EP 1 216 695, that is not in the 
English language. These references have not been considered. 

The additional references that have been lined through/not initialed, have been considered 
in previous IDS's or PTO-892's 

Election/Restrictions 

Newly submitted claims 13-14 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: See MPEP 706.07(h), 
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Applicants may not switch inventions (divisional equivalent) as a matter of right. A method of 

stabilizing a water and oil emulsion is an invention distinct from a cosmetic composition. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 13-14 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Double Patenting 

Claims 1-12 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-2, 5, 8-9 of copending 
Application No. 10/056923. Although the conflicting claims are not identical, they are not 
patentably distinct from each other. 

'923 teaches a cosmetic composition comprising 0.01-20% of a C1-C25 alpha or beta 
hydroxyl carboxylic acid at least partially present as a salt, wherein the acid and salt are present 
in a respective molar ratio of 100:1 to 1:1, 0.01-10% of acryloyl dimethyl 
taurate/vinylpyrrolidone copolymer, and a cosmetically acceptable carrier, wherein the 
composition has a pH of less than 7. Glycolic, lactic and 2-hydroxyoctanoic acid are claimed as 
the alpha hydroxyl carboxylic acids. The claims do not teach polysaccharide gums, glycerin, or 
preferred pH's. However, the specification of '923 teaches polysaccharide gums as co- 
thickening agents for use in the amount of .001-5% of the composition and teach glycerin as a 
humectant for use in the composition in the amount of 0.5-30%). The pH of the composition is 
taught as preferably between 2.5-3.8. 
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Thus, one of skill in the art would be motivated to exemplify the composition of 923 as 
-further comprising polysaccharide gums because of the expectation of achieving enhanced 
thickening. 

One of skill in the art would be motivated to exemplify glycerin in the composition of 
c 923 because of the expectation of increase the effectiveness of the emollient, reduce scaling, 
stimulate removal of built up, and improve skin feel. 

One of skill in the art would have been motivated to exemplify the pH of the composition 
of '923 as 2.5-3.8 because '923 teaches this pH range as preferred and because it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Williams 
(5,422,1 12) in view of Loffler et al. (InCosmetics, Dusseldorf) and in view of Beerse et al. 
(6,294,186). 
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The instant invention is directed toward a composition comprising from 0.001-5% of a 

polysaccharide gum, 0.001-1 0% of a taurate copolymer, and a cosmetically acceptable carrier, 

wherein the composition has a pH less than 7. 

Williams teaches thickened cosmetic compositions comprising a xanthan gum, an 
inorganic thickening agent, an alpha hydroxy carboxylic acid, and a cosmetically acceptable 
carrier. Glycolic acid, lactic acid, and 2-hydroxyoctanoic acid are taught as alpha hydroxyl 
carboxylic acid that comprise 0.01-20% of the composition. The gums are taught as comprising 
0.01-5% of the composition. The pH of the compositions range from 1-8. Exemplified are 
compositions of 3.8-4 pH. Oil-in-water emulsions are taught as preferred cosmetic forms. For 
glycerin as a humectant that is included in the compositions in an amount of 0.5-30%, to increase 
the effectiveness of the emollient, reduce scaling, and stimulate removal of built up scale, and 
improve skin feel, see Col. 4, lines 43-58. The reference lacks taurate copolymers. See abstract; 
Col. 1, lines 45-54; Col. 3, lines 39-42; Col. 6, line 46. 

Loffler et al. teach ammonium acryloyldimethyltaurate/vinyl pyrrolidone as a thickener 
for oil-in-water emulsions. The compound is taught as having good stability against degradation 
by high shear and UVA light, as having good compatibility with polar solvents, and as providing 
excellent sensoric properties to the user, such as good skin feel, low degree of stickiness and/or 
tackiness. See page 1 . 

Beerse et al. teach ammonium acryloyldimethyltaurate/ vinyl pyrrolidone, xanthan gums, 
and synthetic clays, which are inorganic thickeners, as combinable thickeners for use in cosmetic 
compositions. Beerse et al. exemplify ammonium acryloyldimethyltaurate/ vinyl pyrrolidone as 
comprising 2% of their compositions. See Col. 38, lines 25-31. 
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It would have been obvious to one of ordinary skill in the art at the time the invention 

— was made to add the ammonium acryloyldimethyltaurate/ vinyl pyrrolidone, taught by Loftier ei 

al., into the composition of Williams because Beerse et al. teach ammonium 
acryloyldimethyltaurate/ vinyl pyrrolidone, inorganic thickeners, and xanthan gum, as 
combinable thickeners, and because of the expectation of achieving an oil-in- water emulsion that 
has good stability against degradation by high shear and UVA light and that provides good skin 
feel, low degree of stickiness and/or tackiness to the user. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to teach the taurate copolymer of the combined references as comprising 0.001-10% 
of the composition because it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art. In re Aller, 105 USPQ 233. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lauren Q Wells whose telephone number is 571-272-0634. The 
examiner can normally be reached on M&R (5:30-4). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on 571-272-0629. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



lqw 




8REENI PADMANABHAN 
SUPERVISORY PATENT EXAMINER 



